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H Responsive to communication(s) filed on Aug 29. 2000 

B This action is FINAL. 

□ Since this application is in condition for allowance except for formal matters, prosecution as to the merits is closed 
in accordance with the practice under Ex parte Qu$fl%35 CD. 11; 453 O.G. 213. 

A shortened statutory period for response to this action is set to expire THREE month(s), or thirty days, whichever is 

longer, from the mailing date of this communication. Failure to respond within the period for response will cause the 
application to become abandoned. (35 U.S.C. § 133). Extensions of time may be obtained under the provisions of 
37 CFR 1.136(a). 
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Application Papers 

□ See the attached Notice of Draftsperson's Patent Drawing Review, PTO-948. 

□ The drawing(s) filed on is/are objected to by the Examiner. 

□ The proposed drawing correction, filed on is □ approved Disapproved. 

□ The specification is objected to by the Examiner. 

□ The oath or declaration is objected to by the Examiner. 

Priority under 35 U.S.C. § 119 

□ Acknowledgement is made of a claim for foreign priority under 35 U.S.C. § 1 19(a)-(d). 

□ All ["pome* [N)one of the CERTIFIED copies of the priority documents have been 

□ received. 

□ received in Application No. (Series Code/Serial Number) . 

□ received in this national stage application from the International Bureau (PCT Rule 17.2(a)). 
*Certified copies not received: 



□ Acknowledgement is made of a claim for domestic priority under 35 U.S.C. § 119(e). 
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Art Unit: 3303 



DETAILED ACTION 



Claim Rejections - 35 USC § 101 



35 USC. 101 reads as follows: 



Whoever invents or discovers any new and useful process, machine, manufacture, or composition of 
matter, or any new and useful improvement thereof, may obtain a patent therefor, subject to the conditions and 
requirements of this title. 

Claims 1-4, 7-10 and 15-192 rejected under 35 U.S. C. 101 because the claimed invention is directed to 
non-statutory subject matter. A claim limited to only receiving data and manipulating the data to produce a new 
set of data, displayed or not, is directed to non-statutory subject matter. 



The following is a quotation of the appropriate paragraphs of 35 U.S. C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless — 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public use or 
on sale in this country, more than one year prior to the date of application for patent in the United States. 

Claims 1, 8, 9, 15-17, 121, 122, 170 and 171 are rejected under 35 US.C. 102(b) as being 
anticipated by Wu et al. Wu shows receiving a 3D data set, finding a component and creating a 
model of the component, column 7, lines 7-10. As to claim 9, see column 7, line 9. As to claims 
15-17 and 122, see column 7, lines 7-10. 



Claim Rejections - 35 USC §102 
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Claim Rejections - 35 USC §103 



The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all obviousness 
rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

Claims 2, 3 and 5 are rejected under 35 U.S.C. 103(a) as being unpatentable over Wu et al • 
in view of Poirier. Wu shows the steps described above, however, Wu does not show the use of 
X-ray or MRI to obtain data. Poirier teaches obtaining data using X-rays or an MRI, column 3, 
lines 12-20. It would be obvious to one of ordinary skill in the art to modify Wu to include using 
X-rays or an MRI as shown by Poirier in order to make use of art known ways to best gather 
needed data. As to claim 5, Wu does not show obtaining data by imaging a physical model. 
Poirier teaches obtaining data using a physical model, column 3, lines 57-63. It would be obvious 
to one of ordinary skill in the art to modify Wu to include obtaining data from a physical model as 
shown by Poirier in order to make use of art known ways to best gather needed data. 

Claim 4 is rejected under 35 U.S.C. 103(a) as being unpatentable over Wu et al in view of 
Andersson. Wu shows the steps described above, however, does not show data taken from a 
photographic image. Andersson teaches taking data from an image, column 2, lines 57-60. It 
would be obvious to one of ordinary skill in the art to modify Wu to include using a photographic 
image as shown by Andersson in order to make use of art known ways to best gather needed data. 
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Claim 6 is rejected under 35 U.S. C. 103(a) as being unpatentable over Wu et al in view of 
Brandestini et al. Wu shows the steps described above, however, does not show data from 
directly imaging teeth. Brandestini teaches taking data from directly imaging teeth, column 2, 
lines 33-36. It would be obvious to one of ordinary skill in the art to modify Wu to include using 
direct imaging as shown by Brandestini in order to make use of art known ways to best gather 
needed data. 

Claims 7, 19-74, 124-146 and 173-192 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Wu et al. Wu shows the steps described above. That the scanned data can be 
stored as a 3D volumetric representation is an obvious matter of choice in known imaging to one 
of ordinary skill in the art. The specific segmentation used is an obvious matter of choice in the 
desired site to be treated to the skilled artisan. The specific mathematical algorithm used to find 
the desired portion is an obvious matter of choice in known algorithms for segmentation of data 
to one of ordinary skill in the art. 

Claims 10, 18 and 98-120 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Wu et al in view of Andreiko et al (238). Wu shows the steps described above, however, does 
not show the segment being gum tissue. Andreiko (238) teaches data for the gums, see Abstract. 
It would be obvious to one of ordinary skill in the art to modify Wu to include gum tissue as a 
component as shown by Andreiko (238) in order to treat the desired area of the mouth. The 
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specific segmentation used is an obvious matter of choice in the desired site to be treated to the 
skilled artisan. The specific mathematical algorithm used to find the desired portion is an obvious 
matter of choice in known algorithms for segmentation of data to one of ordinary skill in the art. 

Claims 11-14, 75-97, 123, 147-169 and 172 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Wu et al in view of Andreiko et al (243). Wu shows the steps described above, 
however, does not show user selected boundary points. Andreiko (243) teaches user selection, 
see column 15, lines 56-68. It would be obvious to one of ordinary skill in the art to modify Wu 
to include user selection as shown by Andreiko (243) in order to better manipulate the desired 
regions. To use well known computer graphic tools for this manipulation is an obvious matter of 
choice in the use of known tools for a known result to one of ordinary skill in the art. As to claim 
75, Wu teaches a 3D data set, however, does not show selecting based on an interproximal 
margin. Andreiko (243) teaches extracting the spacing between teeth. It would be obvious to 
one of ordinary skill in the art to modify Wu to include using the margins to manipulate data as 
shown by Andreiko (243) in order to better manipulate the desired regions. The specific features 
used to select data are obvious matters of choice in the intended region to treat to the skilled 
artisan. The specific segmentation used is an obvious matter of choice in the desired site to be 
treated to the skilled artisan. The specific mathematical algorithm used to find the desired portion 
is an obvious matter of choice in known algorithms for segmentation of data to one of ordinary 
skill in the art. 
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Double Patenting 



The nonstatutory double patenting rejection is based on a judicially created doctrine 
grounded in public policy (a policy reflected in the statute) so as to prevent the unjustified or 
improper timewise extension of the "right to exclude" granted by a patent and to prevent possible 
harassment by multiple assignees. See In re Goodman, 1 1 F.3d 1046, 29 USPQ2d 2010 (Fed. 
Cir. 1993); In re Longi, 759 F.2d 887, 225 USPQ 645 (Fed. Cir. 1985); In re Van Ornum, 686 
F.2d 937, 214 USPQ 761 (CCPA 1982); In re Vogel, 422 F.2d 438, 164 USPQ 619 (CCPA 
1970);and, In re Thorington, 418 F.2d 528, 163 USPQ 644 (CCPA 1969). 

A timely filed terminal disclaimer in compliance with 37 CFR 1.321© may be used to 
overcome an actual or provisional rejection based on a nonstatutory double patenting ground 
provided the conflicting application or patent is shown to be commonly owned with this 
application. See 37 CFR 1.130(b). 

Effective January 1, 1994, a registered attorney or agent of record may sign a terminal 
disclaimer. A terminal disclaimer signed by the assignee must fully comply with 37 CFR 3.73(b). 

Claims 1-192 are provisionally rejected under the judicially created doctrine of 
obviousness-type double patenting as being unpatentable over claims 10-12, 30-43, 53, 58, 60, 
67, 68, 73-76, 80 and 81 of copending Application No. 09/169,276. Although the conflicting 
claims are not identical, they are not patentably distinct from each other because the test of claim 
1 of the application is held to be obvious in view of the rules of claim 10 of the '267 application. 
The specific portion modeled is an obvious matter of choice in the desired site to be treated to one 
of ordinary skill in the art. 

This is a provisional obviousness-type double patenting rejection because the conflicting 



claims have not in fact been patented. 
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Response to Arguments 



Applicant's arguments filed August 29, 2000 have been fully considered but they are not 
persuasive. With respect to the 35 U.S.C. 101 rejections, applicant argues that claims 121-192 
meet this requirement because a computer-readable medium encoded with a computer program" 
is statutory. This argument is not commensurate with the claim language which claims a 
"computer program, stored on a tangible storage medium". This is not the same as being stored 
on a "computer-readable medium", for example, a program written on paper is a computer 
program stored on a tangible storage medium which fails to permit the computer program's 
functionality to be realized. Applicant further argues that claims 1-120 meet the requirement 
because they are limited by the their language to a practical application within the technological 
arts. This argument is not agreed with because the language "practical application within the 
technological arts" means that an actual step applied to the art, for example producing appliances, 
is claimed. Merely referring to an intended art use does not meet this criteria. With respect to the 
rejections under 35 U.S.C. 102 and 103, applicant argues that Wu and Andreiko require user 
input and therefore do not meet the limitations of a computer implemented test. This argument is 
disagreed with because there is nothing in the present disclosure that would limit the claim 
language to be only programs that preform the test automatically without user input. The 
programs of the prior art are held to inherently take the data provided by the user and preform a 
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test on the data in order to determine a segment, and therefore, properly meets the claim 



language. 



Conclusion 



THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of time 
policy as set forth in 37 CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within TWO 
MONTHS of the mailing date of this final action and the advisory action is not mailed until after 
the end of the THREE-MONTH shortened statutory period, then the shortened statutory period 
will expire on the date the advisory action is mailed, and any extension fee pursuant to 37 
CFR 1 .136(a) will be calculated from the mailing date of the advisory action. In no event, 
however, will the statutory period for reply expire later than SIX MONTHS from the mailing date 
of this final action. 

Any inquiry concerning this communication should be directed to John Wilson at 
telephone number (703) 308-2699. 




John J. Wilson 
Primary Examiner 
Art Unit 3732 



Jjw 

November 2, 2000 
Fax 703-308-2708 



